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Opi ni on by Seehernman, Adm nistrative Trademark Judge:

Royal Palm M am Hol dings LLC has applied to register
PARAMOUNT as a mark for the follow ng services, as anended:
Real estate brokerage services of
residential real estate, in Cass 36;

and

Land devel opnent services, nanely
pl anni ng and | ayi ng out of residential
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condom ni uns and communities, in d ass
37.1

The Exam ning Attorney issued a final refusal of
regi stration pursuant to Section 2(d) of the Trademark Act,
15 U. S.C. 81052(d), on the ground that applicant’s mark so
resenbl es the marks shown bel ow, registered to different
entities, that, if used in connection with applicant’s
services, it is likely to cause confusion or m stake or to
decei ve

Regi stration No. 2685613, owned by Paranount G oup,
Inc., is for the mark PARAMOUNT GROUP, | NC. and desi gn,
with GROUP, INC. disclained, for “business managenent;
busi ness consul tati on; bookkeepi ng and i ncome tax
preparation; and business services, nanely facilities
managenent of technical operations” (O ass 35) and “leasing

of office space; real estate managenent” (O ass 36).°2

4 PARAMOUNT
A& GROUP, INC.

Regi stration No. 2008337, owned by West Coast

Par anbunt Construction, Inc., is for the mark PARAMOUNT and

! Application Serial No. 78351403, filed January 13, 2004,
asserting first use and first use in interstate comrerce on
May 2, 1999.

2 |ssued February 11, 2003.
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map design, with a disclainmer of “the representation of the
outline of the contiguous states of the United States,” for

“bui | di ng construction, repair and renovation” (dass 37).°3

Appl i cant has appeal ed the refusal of registration.
Applicant and the Exam ning Attorney filed briefs;
applicant did not request an oral hearing.

Before turning to the substantive issue of |ikelihood
of confusion, we nust address a procedural point. Wthits
request for reconsideration, applicant submtted a |list of
third-party applications and registrations. The Exam ni ng
Attorney deni ed the request, and pointed out that
submtting a nere list of applications and registrations is
not sufficient to make them of record. Applicant then
filed its notice of appeal and, subsequently, its appeal

brief. Wth its appeal brief applicant submtted copies of

3 |Issued Cctober 15, 1996; Section 8 & 15 affidavits accepted
and acknow edged.
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sone third-party registrations for PARAMOUNT marks. The
Exam ning Attorney has objected to these registrations as
untinmely. The objection is well taken. Trademark Rul e
2.142(d) provides that the record in the appeal should be
conplete prior to the tine the appeal is filed.
Accordingly, we have given these registrations no
consideration.* For the same reason, we have not consi dered
the web pages fromthe Certified Conmercial |nvestnent
Menber Institute and the Council of Residential
Specialists, also submtted for the first time with
applicant’s appeal brief.

This brings us to the issue of I|ikelihood of
confusion. Qur determnation of this issue is based on an
anal ysis of all of the probative facts in evidence that are
relevant to the factors set forthinlInre E |. du Pont de
Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
See also, Inre Majestic Distilling Conpany, Inc., 315 F. 3d

1311, 65 USPQ2d 1201 (Fed. Cir. 2003). In any likelihood

“ Even if the registrations had properly been nade of record,

the services listed therein are financial and insurance services.
Therefore, they do not show t hat PARAMOUNT has a particul ar
significance in the real estate brokerage/ managenent/ buil di ng
construction field. Moreover, third-party registrations are not
evi dence that the marks shown therein are in use. See AMF Inc.

v. American Leisure Prods., Inc., 474 F.2d 1403, 177 USPQ 268,
269 (CCPA 1973) ("The existence of [third party] registrations is
not evi dence of what happens in the narket place or that
custoners are fanmliar with thenl).
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of confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods and/or services. See Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA
1976). See also, Inre Dixie Restaurants Inc., 105 F. 3d
1405, 41 USPQd 1531 (Fed. Cir. 1997).

We will discuss the cited registrations separately.

Regi stration No. 2685613 is for PARAMOUNT GROUP, | NC.
and design. Although this registration is for services in
two classes, it is clear that registration has been refused
on the basis applicant’s mark is likely to cause confusion
wth the registrant’s mark for the services of real estate
managenent and | easing of office space.

It is not necessary that the goods and/or services of
the parties be simlar or conpetitive, or even that they
move in the sanme channels of trade to support a hol di ng of
i kelihood of confusion. It is sufficient that the
respecti ve goods and/or services of the parties are rel ated
in sonme manner, and/or that the conditions and activities
surrounding their marketing are such that they would or
coul d be encountered by the sanme persons under
circunstances that could, because of the simlarity of the
marks, give rise to the m staken belief that they originate

fromthe same producer. 1In re International Tel ephone &
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Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978). In order
to denonstrate the rel atedness of applicant’s real estate
br okerage services of residential real estate in Class 36
and the registrant’s services of real estate managenent and
| easing of office space, the Exam ning Attorney has

subm tted nunmerous third-party registrations listing
services of the type identified in applicant’s application
and the cited registration. See, for exanple, Registration
No. 2819065 for, inter alia, real estate brokerage and for
real estate managenent for real estate featuring single
famly, multi-famly and adult congregate care residenti al
facilities; Registration No. 2883648 for, inter alia, real
estate brokerage and | easing of real estate; and

Regi stration No. 2819492 for, inter alia, |easing of real
estate, real estate nmanagenent, and real estate brokerage
related to condom ni uns and coo-ops, town houses, hones,
commerci al space, apartnents and office space. Wth
respect to applicant’s |and devel opnent services of

pl anni ng and | ayi ng out residential condom niuns and
comunities in Cass 37, the Exam ning Attorney has
submtted such third-party registrations as No. 2819492
for, inter alia, real estate nanagenent related to
condom ni uns and co-ops, town houses, hones, comerci al

space, apartnents and office space, and real estate
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devel opnent services related to condom ni uns and co-ops,
town houses, hones, comrercial space, apartnents and office
space; No. 2850589 for, inter alia, real estate nmanagenent
and for building construction and devel opnent services,
nanely real estate devel opnent and buil ding repair and
mai nt enance services; Registration No. 2915091 for, inter
alia, real estate managenent of..residential facilities and
for devel opnent in the nature of planning and | ayi ng out of
...residential facilities; and Regi stration No. 2856000 for,
inter alia, real estate managenent services and for rea
estate and | and devel opnent services. Third-party
regi strations which individually cover a nunber of
different itens and which are based on use in conmerce
serve to suggest that the listed goods and/or services are
of a type which nay emanate froma single source. See In
re Albert Trostel & Sons Co., 29 USPQRd 1783 (TTAB 1993).
Applicant has asserted that its services differ from
those of the registrant, in that its services are |limted

to real estate brokerage services of residential rea

estate, while the services in the cited registration are

for commercial real estate. However, this is a m sreading
of the identification in the cited registration. Although
one of the services listed in the registration is “leasing

of office space,” the identification also includes “rea
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estate managenent,” and there is no limtation for these
services. Were the goods [or services] in a cited
registration are broadly described and there are no
limtations in the identification of goods [or services] as
to their nature, type, channels of trade or classes of
purchasers, it is presuned that the scope of the

regi stration enconpasses all goods [or services] of the
nature and type described, that the identified goods [or
services] nove in all channels of trade that woul d be
normal for such goods [or services], and that the goods [or
services] would be purchased by all potential custoners.

In re El baum 211 USPQ 639, 640 (TTAB 1981). Therefore,
the registrant’s identification is deened to include
managenent of residential real estate.

A consunmer who rents a hone or apartnent is likely to
have contact with the managenent for that residential rea
estate and, when ready to purchase a hone, may use the
services of a real estate broker. Thus, they may encounter
both services. Simlarly, if that consuner decides to
purchase a home in a residential community, he is likely to
encounter a mark used in connection with the planning and
| ayi ng out of the residential comrunity or condom ni um

bui | di ng.
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Because the evidence shows that both applicant’s and
the registrant’s services my enmanate froma single source,
and because consuners may be exposed to both types of
services and the marks used therefor, the services are
related, and the du Pont factor of the simlarity of the
services favors a finding of Iikelihood of confusion.

Mor eover, since both services, as identified, nmay be
offered to residential real estate buyers and owners, the
services are offered in the sane channels of trade, and
this, too, favors a finding of likelihood of confusion.

This brings us to a consideration of the marks.
Appl i cant has applied to regi ster PARAMOUNT in standard
character form thus, it is not relying on any particul ar
stylization for the mark. The cited mark is for the words
PARAMOUNT GROUP, INC., along with a triangle design to the
| eft of these words. In conparing the marks, we find that
PARAMOUNT is the dom nant el ement of the cited mark, and
accordingly deserves nore weight in our analysis. It is a
wel | -established principle that, in articulating reasons
for reaching a conclusion on the issue of |ikelihood of
confusion, there is nothing inproper in stating that, for
rati onal reasons, nore or |ess weight has been given to a
particul ar feature of a mark, provided the ultimte

conclusion rests on a consideration of the marks in their



Ser No. 78351403

entireties. In re National Data Corp., 753 F.2d 1056, 224
USPQ 749, 751 (Fed. Cir. 1985).

In the registrant’s mark, the triangle design is both
visually smaller than the words, and is not easily
articulated. |If a mark conprises both a word and a design,
then the word is normally accorded greater weight because
it would be used by purchasers to request the goods or
services. In re Appetito Provisions Co., 3 USPQ2d 1553
(TTAB 1987). As for the word portion, the words GROUP and
I NC. (which have been discl ai med) have virtually no source-
i ndi cating value. For these reasons, we consi der PARAMOUNT
to be the domnant feature of the registered mark. W
further find that, when the marks are conpared in their
entireties, they are extrenely simlar in appearance,
pronunci ati on, connotation and commercial inpression. Put
anot her way, the fact that applicant’s mark does not
contain the additional elenents in the registered mark does
not serve to distinguish applicant’s mark fromthat of the
registrant. Consuners who are famliar with the
registrant’s mark are likely to view applicant’s mark as
nerely a shortened version of the registered mark,

i ndi cating services emanating fromthe sane source.

We have consi dered applicant’s argunent that the

PARAMOUNT portion of the cited mark is weak, and therefore

10
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entitled to | ess weight when the marks are conpared. As
noted previously, the copies of third-party registrations
submtted by applicant with its brief are untinely and have
not been considered, while the list of marks submtted with
applicant’s request for reconsideration have no probative
value. Thus, the only registrations for PARAMOUNT marks
that are of record are the two registrations which have
been cited against the registration of applicant’s nmarKk.
The presence of two co-existing registrations in the real
estate field hardly denonstrates that PARAMOUNT is a weak
termin this area. Further, as “to strength of a mark,
however, registration evidence may not be given any

weight.” QO de Tyne Foods Inc. v. Roundy’'s Inc., 961 F.2d

200, 22 USP2d 1542, 1545 (Fed. Cr. 1992) (enphasis in
original). Wile the word paranount neans “of chi ef
concern or inportance; primary; forenost” and “suprene in

"5 and therefore has a sonewhat

rank, power, or authority,
| audatory suggestion, it is certainly not so highly
suggestive that we would regard it as a weak term Because

the other elenents in the cited mark have little or no

source-indicating significance, consunmers will ook to

® The Anerican Heritage Dictionary of the English Language,

© 1970. The Board may take judicial notice of dictionary
definitions. University of Notre Danme du Lac v. J. C Gournet
Food Inports Co., Inc., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983).

11
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PARAMOUNT, and not to these other elenents, to distinguish
the source of the registrant’s services.

The factor of the simlarity of the marks favors a
finding of |ikelihood of confusion.

There has been no discussion of the renmaining du Pont
factors. To the extent that any are applicable, they nust
be considered to be neutral. |In this connection, with
respect to the factor of the conditions of purchase, the
consuners can include nenbers of the general public, who
woul d not be considered particularly sophisticated. Wile
deci sions regardi ng the purchase of housing woul d not be
made on i nmpul se, and therefore consuners may note the
specific differences between the marks, they are not |ikely
to view these differences as indicating different sources
of the sources because the marks wll be regarded as
vari ants of each other.

Accordingly, after considering all of the relevant du

Pont factors, we find that the use of applicant’s mark for

its identified services in both classes 36 and 37 is likely
to cause confusion with Registration No. 2685613.

We turn next to the refusal of registration based on
Regi stration No. 2008337 for PARAMOUNT and map design for
“bui I ding construction, repair and renovation.” Again, the

Exam ning Attorney has submtted third-party registrations

12
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whi ch show the rel at edness of these services with
applicant’s identified real estate brokerage services and

| and devel opment services. For registrations that include
both real estate brokerage services of residential real
estate, and building construction, repair and renovati on,
see, for exanple, Registration No. 2856000 for, inter alia,
real estate brokerage services and residential, comerci al
and industrial building construction and repair services;
Regi stration No. 2874723 for, inter alia, real estate

br okerage services and residential and comrercial building
construction; and Registration No. 2185421 for, inter alia,
| easi ng, brokerage and managenent of real estate, all wth
respect to ...commercial, retail and residenti al

devel opments, and pl anni ng, devel opi ng and constructing
busi ness and industrial buildings, comercial, retail and
residential devel opnents. As for third-party registrations
listing both | and devel opnent services and buil ding
construction, repair and renovation see, for exanple,

Regi stration No. 2877384 for, inter alia, |and devel opnent
services nanely, planning and | aying out of residential
conmmuni ties and buil ding construction and repair;

Regi stration No. 2923337 for, inter alia, building
construction and devel opnent —+esi dential and commerci al ,

and planning, |aying out and custom construction of

13
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residential communities; and Registration No. 2929552 for,
inter alia, |land devel opment services, nanely planning and
| ayi ng out of residential and comercial comunities, and
residential and commercial building construction and
repair. Again, these registrations tend to show that the
services identified in applicant’s application and those
listed in Registration No.2008337 can enmanate froma single
source and be offered under a single mark.

Such services can al so be offered to the sane cl ass of
consuners, nanely nmenbers of the public at |arge who own or
Wi sh to build a hone. A consumer can use a real estate
broker’s services to buy or sell a hone or a lot for a
honme, and m ght also use the registrant’s services to build
a hone, or repair or renovate one. O soneone who has
built or renovated a honme using the registrant’s services
and who is later interested in living in a planned
community m ght encounter applicant’s mark and, because the
third-party registrations show that construction services
and | and devel opnent services can emanate froma single
source under a single mark, that consumer may wel | think,
if the services are offered under the sane or confusingly
simlar marks, that the services are sponsored by or are

affiliated with the sane source.

14
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Accordingly, we find that the services are rel ated,
and that they can be offered to the sane cl asses of
consunmers. The du Pont factors of the simlarity of the
services and the channels of trade therefore favor a
finding of |ikelihood of confusion.

The mark in Registration No. 2008337 is the word
PARAMOUNT, shown in |large bold |letters superinposed on an
outline of the United States. As noted above, when a mark
consists of a word and design, it is normally the word
portion that is the dom nant el enent, and the registered
mark is no exception. The fact that the word PARAMOUNT
w Il be spoken, and its prom nent appearance in the mark,
entitles it to greater weight when conparing the marks.
This word is, of course, identical to applicant’s mark, and
the additional design elenent is not enough to distinguish
the marks. Consuners are likely to view PARAMOUNT and
PARAMOUNT and map design as variant marks indicating
services emanating froma single source.

Because of the prom nent depiction of PARAMOUNT in the
cited mark, the marks are simlar in appearance and
identical in pronunciation. They are also virtually
identical in connotation in view of the conmmon el enent
PARAMOUNT. While the design elenent in the registrant’s

mar k suggests that the services are offered in the United

15
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States, or perhaps in the specific places on which dots
appear on the map, this additional suggestion does not
change the primary connotation of the mark as being the
word PARAMOUNT. W also find that the marks convey siml ar
comercial inpressions. Thus, the factor of the simlarity
of the marks favors a finding of |ikelihood of confusion.

We have previously discussed applicant’s argunent that
the registrant’s mark i s weak, and need not do so again.

As with the refusal based on Registration No. 2685613,
t here has been no di scussion of the remaining du Pont
factors. To the extent that any are applicable, they nust
be considered to be neutral. This would include the factor
of the conditions of purchase; our coments with respect to
Regi stration No. 2685613 apply here as well.

Havi ng considered all the applicable du Pont factors,
we find that applicant’s mark for its identified services
in both Cass 36 and Class 37 is likely to cause confusion
W th Registration No. 2685713.

Decision: The refusal to register applicant’s mark is
affirmed with respect to the application in both C ass 36
and Cl ass 37 on the ground of |ikelihood of confusion with

both of the cited registrations.
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